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Art Unit: 1795 

DETAILED ACTION 

Response to Amendment 

1 . Applicant's amendment of May 27, 2008 ("Amendment") does not render the 
application allowable. 



Response to Arguments 

2. Applicant's arguments filed May 27, 2008 and June 18, 2008 have been fully 
considered but they are not persuasive. 

With regard to the arguments filed May 27, 2008 Applicant turns to Figure 1 as 
support for and an illustration of fluid flow (in channel 1 8) other than apparently 
convective flow. However, paragraph [0018] in the specification states, "... the negative 
pressure results in the convective pumping of electrolyte in channel 18 from reservoir 12 
toward reservoir 16. [emphasis added]" Thus, the new fluid flow of the amendment is 
actually convective flow. 

With regard to the arguments filed June 18, 2008 Applicant states, "If 
microchannel 122 is coated with a coating that suppresses electrosmosis , ...[emphasis 
added]" However, Figure 4 shows electroosmotic flow along microchannel 122. Also, in 
the arguments filed June 18, 2008 Applicant attributes the focusing of charged 
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molecules in the channel (channel 1 18) to the different potentials "++" and "+++". 
However, paragraph [0026] of the specification attributes the focusing to convective flow 
balanced by electrophoresis force induced by electrodes 130 and 126. Additionally, 
Applicant's "pipe" analogy is not persuasive and any way is not suggested by the 
original disclosure. 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 1-3, 5-11, 12, and 13-25 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the enablement requirement. The claims contain 
subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. Applicant has amended each of the independent claims 
(claims 1 , 11, 19, and 22) by replacing "convective flow" with - fluid flow --. No other 
amendment to the claims has been made. 
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Convective flow is a type of fluid flow. Thus, to the extent that fluid flow 
encompasses convective flow the scope of fluid flow is still not enabled for the same 
reasons set forth in the rejection under 35 USC 112, first paragraph in the Office action 
of August 31, 2007 and subsequent related remarks in the Office action of January 24, 
2008. 

To the extent that "fluid flow" includes types of flow other than convective flow 
these types of flows are also not enabled. Applicant's remarks in the Amendment refers 
to Figure 1 to explain how fluid flow is to be induced. In particular, Applicant states in 
his remarks, "The electroosmotic flow from reservoir R2 to reservoir R3 in Figure 1 
induces fluid flow in channel 18." However, the specification states, "... the negative 
pressure results in the convective pumping of electrolyte in channel 18 from reservoir 12 
toward reservoir 16. [emphasis added]" That is, the "fluid flow" in independent claims 1 , 
11, 19, and 22 is (a) either no different than the original convective flow and thus not 
enabled for the same reasons as convective flow is not enabled, or (b) must be 
convective flow and so other types of flow can not be created because Applicant's own 
original disclosure states that the device is configured to produce convective flow in 
channel 18. Indeed, throughout Applicant's original specification it is clear that the 
various embodiments are configured so that by causing electrosmotic flow in one or 
more channels convective flow is created in another channel in fluid communication with 
the one or more channels. See, for example, paragraphs [0018], [0019], [0024], [0025], 
[0037], and [0038]. Thus, Applicant's original disclosure only enables producing 
convective flow as the fluid flow in independent claims 1 , 11, 19, and 22. Also note 



Application/Control Number: 10/814,979 Page 5 

Art Unit: 1795 

Applicant's Second Preliminary Amendment, which was received on June 18, 2008, 
which points out several times that convective flow is the fluid flow that is generated. 



5. Claims 1-3, 5-11, 12, and 13-25 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claims 
contain subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor, at the time the 
application was filed, had possession of the claimed invention. Applicant has amended 
each of the independent claims (claims 1, 11, 19, and 22) by replacing "convective flow" 
with - fluid flow -. No other amendment to the claims has been made. Convective flow 
is a type of fluid flow. Thus, the expression "fluid flow" presumably contemplates flow of 
fluid other than caused by convection. However, Applicant's original specification only 
discloses that by causing electrosmotic flow in one or more channels convective flow is 
created in another channel in fluid communication with the one or more channels. 
Indeed, the embodiment of Figure 1 , which Applicant's remarks in the Amendment 
refers to in order to explain how fluid flow is caused, generates convective flow in 
channel 18 as the fluid flow. See paragraph [0018] in the specification. Moreover, 
Applicant's Second Preliminary Amendment, which was received on June 18, 2008, 
Applicant's Second Preliminary Amendment, which was received on June 18, 2008, in 
discussing other embodiments, points out several times that convective flow is the fluid 
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flow that is generated. Thus, to the extent "fluid flow" includes flow other than 
convective flow, it is new matter. 



Status of the Rejections pending since the Advisory action of May 07, 2008 

6. The rejections of claims 1-3, 5-11, and 13-25 under 35 U.S.C., first paragraph, 
are maintained. As discussed above, the expression "fluid flow", which replaces 
"convective flow", includes "convective flow" and thus is still not enabled at least to the 
extent that "fluid flow" encompasses "convective flow." 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ALEX NOGUEROLA whose telephone number is (571) 272- 
1343. The examiner can normally be reached on M-F 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, NAM NGUYEN can be reached on (571) 272-1342. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Alex Noguerola/ 

Primary Examiner, Art Unit 1795 

August 1, 2008 



